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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 

conditions and requirements of this title. 

The USPTO "Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility" (Official Gazette notice of 22 November 2005), Annex IV, 
reads as follows: 

Claims that recite nothing but the physical characteristics of a form of energy, such as a frequency, 
voltage, or the strength of a magnetic field, define energy or magnetism, per se, and as such are 
nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) at 112-14. Moreover, it does not appear 
that a claim reciting a signal encoded with functional descriptive material falls within any of the 
categohes of patentable subject matter set forth in Sec. 101. 

... a signal does not fall within one of the four statutory classes of Sec. 101 . 

... signal claims are ineligible for patent protection because they do not fall within any of the four 
statutory classes of Sec. 101 . 



Claims 26-33 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. Claims 26-33 define a computer 
readable carrier with descriptive material. While "functional descriptive material" may 
be claimed as a statutory product (i.e., a "manufacture") when embodied on a tangible 
computer readable medium, a computer readable carrier embodying that same 
functional descriptive material is neither a process nor a product (i.e., a tangible "thing") 
and therefore does not fall within one of the four statutory classes of § 1 01 . Rather, 
"signal" is a form of energy, in the absence of any physical structure or tangible 



material. 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth In section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

2. Claims 1-4, 10-13, 19-22, 26-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's Admitted Prior Art (AAPA) in view of Testin et al., US 
Patent No 4,776,038. 

As to claim 1 AAPA discloses a method for use in a cable television receiver to 
switch from a non-module tuning mode to a module tuning mode, the method 
comprising the steps of: detecting a cable tuning module in the cable television receiver 
(Paragraph 6) 

AAPA fails to disclose acquiring module tuning data responsive to the detection 
of the cable tuning module; and switching from the non-module tuning mode to the 
module tuning mode responsive to a measure of the acquired module tuning data. 
However, in an analogous art, Testin et al. disclose acquiring tuning data and switching 
between tuning modes responsive to a measurement of the acquired tuning data (col. 1 
lines 38-48). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify the teachings of AAPA with the teachings of Testin et al. by only 
switching to the new module tuning mode when that module is capable of tuning to a 
predetermined number of channels. The rationale for this modification would have been 
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to avoid using a tuning mode that does not enable a user to view a predetermined 
number of channels. All the claimed elements were known in the prior art and one 
skilled in the art could have combined the elements as claimed by known methods with 
no change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at the time of the invention. 

As to claim 2 AAPA fails to disclose the method of claim 1 , wherein the 
switching step comprises the steps of: determining if the acquired module tuning data 
enables the cable television receiver to tune at least a predetermined number of 
channels; and switching from the non-module tuning mode to the module tuning mode 
when the cable television receiver is able to tune at least the predetermined number of 
channels. However, in an analogous art, Testin et al. discloses determining if the 
acquired tuning data enables the receiver to tune at least a predetermined number of 
channels, and switching between tuning modes when the receiver is able to tune at 
least a predetermined number of channels (col. 1 lines 38-48). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
teachings of AAPA with the teachings of Testin et al. by only switching to the new 
module tuning mode when that module is capable of tuning to a predetermined number 
of channels. The rationale for this modification would have been to avoid using a tuning 
mode that does not enable a user to view a predetermined number of channels. All the 
claimed elements were known in the prior art and one skilled in the art could have 
combined the elements as claimed by known methods with no change in their 
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respective functions, and the combination would have yielded predictable results to one 
of ordinary skill in the art at the time of the invention. 

As to claim 3 AAPA fails to disclose the method of claim 1 , wherein the cable 
television receiver is configured to tune channels for viewing by a user and wherein the 
switching step comprises the steps of: determining if the acquired module tuning data 
enables the cable television receiver to tune at least a predetermined number of 
channels; soliciting user input to switch from the non-module tuning mode to the module 
tuning mode when the cable television receiver is able to tune at least the 
predetermined number of channels; and switching from the non-module tuning mode to 
the module tuning mode responsive to the solicited user input. 

However, in an analogous art, Testin et al. disclose determining if the acquired 
tuning data enables the cable television receiver to tune at least a predetermined 
number of channels (col. 1 lines 38-48); and a keyboard input that allows a user to 
switch between tuning modes (col. 2 lines 15-18; col. 3 lines 25-31; col. 6 lines 27-30; 
Fig. 1 : 19). It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify the teachings of AAPA with the teachings of Testin et al. by only 
switching to the new module tuning mode when that module is capable of tuning to a 
predetermined number of channels, and by prompting a user to switch between tuning 
modes and switching between tuning modes responsive to user input. The rationale for 
this modification would have been to avoid using a tuning mode that does not enable a 
user to view a predetermined number of channels, and to only switch between tuning 
modes when a user desires to do so. All the claimed elements were known in the prior 
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art and one skilled in the art could have combined the elements as claimed by known 
methods with no change in their respective functions, and the combination would have 
yielded predictable results to one of ordinary skill in the art at the time of the invention. 

As to claim 4 AAPA fails to disclose the method of claim 1 , wherein the 
switching step comprises the steps of: calculating a module quality factor based at least 
in part on a number of channels that may be tuned using the acquired module tuning 
data; and switching from the non-module tuning mode to the module tuning mode 
automatically responsive to the module quality factor having a value greater than a 
threshold value. 

However, in an analogous art, Testin et al. discloses determining if the acquired 
tuning data enables the receiver to tune at least a predetermined number of channels, 
and switching between tuning modes when the receiver is able to tune at least a 
predetermined number of channels (col. 1 lines 38-48). One of ordinary skill in the art 
would readily recognize that the number of channels to which a tuner can tune is a 
measure of the tuners quality, and is therefore equivalent to a quality factor for the 
tuner. 

As to claims 10-13 see similar rejections to claims 1-4. The apparatus of claims 
1 0-1 3 corresponds to the method of claims 1-4. Therefore claims 10-13 have been 
analyzed and rejected. 

As to claims 19-22 see similar rejections to claims 1-4. The system of claims 
19-22 corresponds to the method of claims 1-4. Therefore claims 19-22 have been 
analyzed and rejected. 
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As to claims 26-29 see similar rejections to claims 1-4. The computer readable 
carrier of claims 26-29 corresponds to the method of claims 1-4. Therefore claims 26- 
29 have been analyzed and rejected. 

3. Claims 6-7, 15-16, 23 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's Admitted Prior Art (AAPA) in view of Testin et al., US 
Patent No 4,776, and further in view of 038Yun, US Pub No 2001/0006404. 

As to claim 6 AAPA fails to disclose the method of claim 1 , wherein the 
acquiring step comprises the step of: acquiring a first instance of each table within a set 
of critical tables, the set of critical tables enabling the tuning of at least one channel; and 
wherein the switching step comprises the step of: switching from the non-module tuning 
mode to the module tuning mode responsive to the acquisition of the first instance of 
each table within the set of critical tables. 

However, in an analogous art, Yun discloses acquiring a first instance of each 
table within a set of critical tables, the set of critical tables enabling the tuning of at least 
one channel (Paragraphs 54-56; Fig. 8). It would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the teachings of AAPA with the 
teachings of Yun. The rationale for this modification would have been to obtain all the 
necessary information in order for a tuner to be able to acquire cable television signals. 
All the claimed elements were known in the prior art and one skilled in the art could 
have combined the elements as claimed by known methods with no change in their 
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respective functions, and the combination would have yielded predictable results to one 
of ordinary skill in the art at the time of the invention. 

AAPA as modified by Yun fail to disclose switching from the non-module tuning 
mode to the module tuning mode responsive to the acquisition of the first instance of 
each table within the set of critical tables. However, in an analogous art, Testin et al. 
disclose acquiring tuning data and switching between tuning modes responsive to a 
measurement of the acquired tuning data (col. 1 lines 38-48). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
teachings of AAPA as modified with the teachings of Testin et al. by only switching to 
the new module tuning mode when that module has acquired the necessary tables. 
The rationale for this modification would have been to avoid using a tuning mode that 
does not enable a user to view a predetermined number of channels. All the claimed 
elements were known in the prior art and one skilled in the art could have combined the 
elements as claimed by known methods with no change in their respective functions, 
and the combination would have yielded predictable results to one of ordinary skill in the 
art at the time of the invention. 

As to claim 7 AAPA fails to disclose the method of claim 6, wherein the step of 
acquiring the first instance of each table within the set of critical tables comprises the 
steps of: acquiring a Carrier Definition Sub-table, the Carrier Definition Sub-table 
defining actual frequencies of one or more channels; acquiring a Modulation Mode Sub- 
table, the Modulation Mode Sub-table defining modulation schemes for the one or more 
channels; acquiring a Defined Channels Map table, the Defined Channels Map defining 
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one or more virtual cliannels for use by tine cable television receiver when in the module 
tuning mode; and acquiring a Virtual Channels Map table, the Virtual Channels Map 
table identifying a virtual channel record for each of the defined virtual channels, each 
virtual channel record identifying an actual frequency defined by the Carrier Definition 
Sub-table and a modulation scheme defined by the Modulation Mode Sub-table. 

However, in an analogous art, Yun discloses acquiring a Carrier Definition Sub- 
table, the Carrier Definition Sub-table defining actual frequencies of one or more 
channels; acquiring a Modulation Mode Sub-table, the Modulation Mode Sub-table 
defining modulation schemes for the one or more channels; acquiring a Defined 
Channels Map table, the Defined Channels Map defining one or more virtual channels 
for use by the cable television receiver when in the module tuning mode; and acquiring 
a Virtual Channels Map table, the Virtual Channels Map table identifying a virtual 
channel record for each of the defined virtual channels, each virtual channel record 
identifying an actual frequency defined by the Carrier Definition Sub-table and a 
modulation scheme defined by the Modulation Mode Sub-table (Paragraphs 54-56; Fig. 
8). 

As to claims 15-16 see similar rejection to claims 6-7. The apparatus of claims 
15-16 corresponds to the method of claims 6-7. Therefore claims 15-16 have been 
analyzed and rejected. 

As to claim 23 see similar rejection to claim 6. The system of claim 23 
corresponds to the method of claim 6. Therefore claim 23 has been analyzed and 
rejected. 
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As to claim 31 see similar rejection to claim 6. The computer readable carrier of 
claim 31 corresponds to the method of claim 6. Therefore claim 31 has been analyzed 
and rejected. 

4. Claims 8-9, 17-18, 24-25, 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's Admitted Prior Art (AAPA) in view of Testin et al., US 
Patent No 4,776,038 and further in view of Inui et al., Japanese Pub No JP 2002- 
344838 A. 

As to claim 8 AAPA as modified fail to disclose the method of claim 1 , further 
comprising the step of: presenting a virtual channel reference number corresponding to 
a currently tuned physical channel responsive to switching from the non-module tuning 
mode to the module tuning mode. 

However, in an analogous art, Inui et al. disclose presenting a virtual channel 
reference number corresponding to a currently tuned physical channel (Abstract). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the teachings of AAPA as modified with the teachings of Inui et al. by displaying 
the virtual channel number responsive to switching between tuning modes. The 
rationale for this modification would have been to alert the viewer as to the virtual 
channel number after a change in tuning modes. All the claimed elements were known 
in the prior art and one skilled in the art could have combined the elements as claimed 
by known methods with no change in their respective functions, and the combination 
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would have yielded predictable results to one of ordinary skill in the art at the time of the 
invention. 

As to claim 9 AAPA as modified fail to disclose the method of claim 1 , further 
comprising the step of: tuning to a virtual channel corresponding to a previously tuned 
physical channel responsive to switching from the non-module tuning mode to the 
module tuning mode. 

However, in an analogous art, Inui et al. disclose presenting a virtual channel 
reference number corresponding to a currently tuned physical channel (Abstract). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the teachings of AAPA as modified by switching to the virtual channel 
corresponding to the presently tuned physical channel upon switching from one tuning 
mode to another. The rationale for this modification would have been to allow the 
switch from one tuning mode to another to be seamless and transparent to the viewer. 
All the claimed elements were known in the prior art and one skilled in the art could 
have combined the elements as claimed by known methods with no change in their 
respective functions, and the combination would have yielded predictable results to one 
of ordinary skill in the art at the time of the invention. 

As to claims 17 and 18 see similar rejections to claims 8-9. The apparatus of 
claims 17 and 18 correspond to the method of claims 8-9. Therefore claims 17-18 have 
been analyzed and rejected. 
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As to claims 24-25 see similar rejections to claims 8-9. The system of claims 
24-25 correspond to the method of claims 8-9. Therefore claims 24-25 have been 
analyzed and rejected. 

As to claims 32-33 see similar rejections to claims 8-9. The computer readable 
carrier of claims 32-33 correspond to the method of claims 8-9. Therefore claims 32-33 
have been analyzed and rejected. 

Allowable Subject Matter 

5. Claims 5, 14 and 30 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HANCE whose telephone number is 
(571)270-5319. The examiner can normally be reached on M-F 8:00am - 5:00am EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, LunYi Lao can be reached on (571) 272-7671. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ROBERT HANCE/ 
Examiner, Art Unit 4134 
/Yogesh K Aggarwal/ 
Primary Examiner, Art Unit 2622 



